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DETAILED ACTION 
Response to Amendment 

1. The amendments, filed 1 1/26/2007, have been entered and made of record. Claims 1-22 
are pending. 

Response to Arguments 

2. Applicant's arguments with respect to claims 1-22 have been considered but are moot in 
view of the new groimd(s) of rejection. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

4. Claims 1-10, 17-22 are rejected vmder 35 U.S.C. 103(a) as being unpatentable over Kato 
(US PG PUB 2002/0145702 Al) in view of Okada (US PG PUB 2003/0165329). 

Regarding claim 1, Kato discloses an information storage medium storing an AV stream 
to be executed by a reproducing apparatus, the AV stream comprising: 
information including information used by the reproducing apparatus to determine a position 
and attributes related to the AV stream (see paragraphs 0167, 0188, 0194, 0202, 0267, and 
0272); and sequence information including information on presentation modes and a presentation 
time for the files (see fig. 8, paragraphs 0 1 99, 0267 and 0268). 
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Claim 1 differs from Kato in that the claim further requires at least one still image data clip 
wherein the at least one still image data clip comprising at least one still image data file. 

In the same field of endeavor Okada discloses AV stream, defined as an object, include a 
variety of AV streams such as still picture data (see paragraph 0087). Okada further discloses the 
management information has object information for management of recording locations of object 
and attribute thereof, and PGC which define playback sequence, playback time and so on for the 
data to be played back from the DVD-RAM (see paragraph 0089). Okada further discloses still 
picture object information includes still picture stream information, and the still picture general 
information includes still picture object identification information, still picture object recording 
time, still object starting and ending number. Okada further discloses the still picture information 
includes attribute information (see fig. 1 1 and paragraph 0108 and see also figure 17). Therefore 
in light of the teaching in Okada it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to substitute Kato's AV stream with Okada AV stream in order . 
to include a plurality of objects. 

Regarding claim 2, Okada discloses the at least one still image data clip includes one still 
image data file having a plurality of still images, and the information on positions of the plurality 
of still images are start addresses of the plurality of still images (see fig. 16 and paragraphs 0108 
and 0142). See also Kato's figs. 8, 11-13 and paragraphs 0223, 0224, and 0241. 

Regarding claim 3, Okada discloses the at least one still image data clip includes a 
plurality of still image data files each having one still image (see 0142), and the information on 
positions of the still images are file names of the still images (see 0095 and see also Kato's 
paragraphs 0236, 0267, 0272 and 0279). 
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Regarding claim 4, Kato discloses playlist including at least one playitem corresponding 
to a portion of the AV file (see paragraphs 0169 and 0174-0176, see also rejection of claim 1). 

Regarding claim 5, Kato discloses wherein the playitem includes information on a start 
position and an end position of the portion of the AV file (see paragraphs 0224, 0241, 0273, and 
0283, see also claim 1 rejection above). 

Regarding claim 6, Kato discloses the information storage medium also stores at least one 
audio data clip including: 

at least one audio data file (see paragraphs 0137, 0138 and 0142); 

audio clip information including information on a position and attributes of the at least one audio 
data file (see paragraphs 0339, 0342 and 0345); and 

audio sequence information including information on a presentation time for the at least one 
audio data file (see paragraphs 0331-0332 and 0418). 

Regarding claim 7, Kato discloses wherein the presentation time for each of the at least 
one audio data file is determined using a presentation time stamp according to MPEG standards 
(see paragraphs 0138, 0209 and 0418). 

Regarding claim 8, Kato discloses the presentation time for each of the at least one audio 
data file is determined by designating a presentation start time and a presentation end time for the 
at least one audio data file (see paragraphs 0342, 0350 and 0417). 

Regarding claim 9, Kato discloses the at least one audio data playlist including at least 
one audio data playitem corresponding to a portion of the audio data clip (see paragraphs 0146, 
0159,0175,0176). 
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Regarding claim 1 0, Kato discloses the at least one audio data playitem includes 
information on a start position and an end position of the portion of the audio data clip. 

Regarding claim 17, Kato discloses a reproducing apparatus for performing reproduction 
from an information storage medium storing still image data as clips, comprising: a system clock 
counter which generates a system clock increasing at each point in time (see paragraphs 0148, 
0399 and 045 1); a reader which reads information on a presentation time for at least one still 
image data file (see paragraph 0187 where Kato teaches the thumbnail is a still image), from the 
information storage medium, the information storage medium including image data clip 
including the at least one still image data file and information on a presentation mode and the 
presentation time for the at least one image data file, and then image data which is to be 
presented within a presentation time corresponding to the system clock (see paragraphs 0155, 
0191, 0407 and fig. 1); a video decoder which, when the system clock has a value within a range 
of the presentation time for the image data, decodes the image data (see fig. 1); and a data output 
unit which outputs the decoded image data (see fig. 1, paragraphs 0152-0154, 0156 and 0162). 

Claim L differs from Kato in that the claim fiirther requires at least one still image data 
A 

clip wherein the at least one still image data clip comprising at least one still image data file. 

In the same field of endeavor Okada discloses AV stream, defined as an object, include a 
variety of AV streams such as still picture data (see paragraph 0087). Okada fiirther discloses the 
management information has object information for management of recording locations of object 
and attribute thereof, and PGC which define playback sequence, playback time and so on for the 
data to be played back from the DVD-RAM (see paragraph 0089). Okada fiirther discloses still 
picture object information includes still picture stream information, and the still picture general 
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information includes still picture object identification information, still picture object recording 
time, still object starting and ending number. Okada further discloses the still picture information 
includes attribute information (see fig. 1 1 and paragraph 0108 and see also figure 17). Okada 
discloses a reproducing apparatus for performing reproduction fi*om an information storage 
medium storing still image data as clips (see claims 1 and 15), comprising: a system clock 
counter which generates a system clock increasing at each point in time (see paragraphs 0156, 
0182-0186 and 0188); a reader which reads information on a presentation time for each of at 
least one still image data file (see claim 1 and 15), fi-om the information storage medium. Okada 
further discloses a video decoder which, when the system clock has a value within a range of the 
presentation time for the still image data, decodes the still image data (see fig. 18). Therefore in 
light of the teaching in Okada it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to substitute Kato's AV stream with Okada AV stream in order to 
include a plurality of objects. 

Regarding claim 1 8, Kato discloses a user inputs one of a Fast Forward command and a 
Fast Reverse command during presentation of the still image data in a slide show mode, the 
system clock counter respectively one of decreases and increases the system clock so as to 
correspond to the presentation time for the still image data (see paragraphs 0157 and 0196). 

Regarding claim 19, Kato discloses an audio decoder which, when the system clock has a 
value within a range of the presentation time for audio data, decodes the audio data (see 
paragraphs 0143, 0154 and 0156), wherein the information storage medium has stored thereon 
the audio data as clips (see paragraphs 0339, 0342 and 0345), wherein the reader reads a 
presentation time for at least one audio data file from the information storage medium, the 
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information storage medium including an audio data clip including the at least one audio data file 
and information on a presentation time for the at least one audio data file, and fiirther reads audio 
data which is to be presented within a presentation time corresponding to the system clock (see 
paragraphs 0283, 0401 and 0451), and wherein the data output unit outputs the decoded audio 
data together with the decoded still image data (see paragraphs 0154 and 0156). 

Method claims 20-22 are rejected for the same reason as discussed in claims 17-19 

respectively above. 

5. Claims 11-16 are rejected under 35 U.S.C. 103(a) as being impatentable over Kato (US 
PG PUB 2002/0145702 Al) in view of Okada (US PG PUB 2003/0165329) and further in view 
of Gadre (US PG PUB 2003/0152371 Al). 

Regarding claim 1 1 , the above combination fail to show a presentation mode for the at 
least one still image data file is one of a slide show mode in which the presentation time for the 
at least one still image data file is synchronized with the presentation time for a corresponding 
audio data file and a browsable slide show mode in which the presentation time for the at least 
one still image data file is not synchronized with the presentation time for a corresponding audio 
data file and a presentation order of the at least one still image data file is changeable when the at 
least one still image data file is presented. 

In the same field of endeavor Gadre discloses a presentation mode for the at least one still 
image data file is one of a slide show mode in which the presentation time for the at least one 
still image data file is synchronized with the presentation time for a corresponding audio data file 
and a browsable slide show mode in which the presentation time for the at least one still image 
data file is not synchronized with the presentation time for a corresponding audio data file and a 
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presentation order of the at least one still image data file is changeable when the at least one still 
image data file is presented (see fig. 1 paragraphs 0009 and 0032). Therefore in light of the 
teaching in Gadre it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the proposed combination by controlling presentation of still 
images in order to present the images according to user preferences. 

Regarding claim 12, Gadre discloses the presentation mode is a slide show mode, and the 
information on the presentation times for the still images of the at least one still image data file 
are presentation start times and presentation end times for the still images (see paragraphs 0033, 
0035-0036 and 0041, and see also paragraphs 0224, 0273, 0283 in Kato). 

Regarding claim 13, Gadre discloses the presentation start times and the presentation end 
times for the still images are recorded using a presentation time stamp according to MPEG 
standards (see paragraphs 0009, 0032 and 0033, and see also paragraphs 0381, 0394 and 0400 in 
Kato). 

Regarding claim 14, Gadre discloses the presentation mode is a browsable slide show 
mode, and the information on the presentation times for the still images of the at least one still 
image data file are a presentation start time for a first still image and presentation and duration 
times the still images (see paragraph 0032 and see also paragraphs 0167, and 0194-0196 in 
Kato). 

Regarding claim 15, Gadre discloses the presentation mode for the at least one still image 
data file is the browsable slide show mode, and the total size of still image clips presented within 
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the presentation times for the audio data clips is one of equal to and less than a threshold size 
(see paragraphs 0033-0035 and see also paragraphs 0243, 0244 and 0280-0281 in Kato). 

Regarding claim 16, Kato discloses the threshold size is determined according to the size 
of a data buffer of a reproducing apparatus (see paragraphs 0389 and 0390). 

Claim Rejections - 35 USC §101 

6. 35 U.S.C. 101 reads as follows: . 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title. 

7. Claims 1-16 are still rejected under 35 U.S.C. 101 because the claims are directed to a 
recording medium storing nonfunctional descriptive material. 

Data structiu-es not claimed as embodied in computer-readable media are descriptive 
material per se and are not statutory because they are neither physical "things" nor statutory 
processes. See, e.g. Warmerdam, 33 F. 3d at 1361, 31 USPQ2d at 1760 (claim to a data structure 
per se held nonstatutory) and merely claiming nonfunctional descriptive material stored in a 
computer-readable medivmi does not make it statutory. In addition a mere arrangements or 
compilations of facts or data, are merely stored so as to be read or outputted by a computer 
without creating any fimctional interrelationship either as part of the stored data or as part of the 
computing processes performed by the computer then such descriptive material alone does not 
impart functionality either to the data as so structured, or to the computer, and therefore are not 
statutory. See MPEP 2106.IV.B.1. 

In response to the Applicant argument, the amended claims still not overcome the 
rejection under U.S.C. 101 because the reproduction apparatus is not performing the functions of 
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any of the limitations recited on the claims but the storage medium and the still image data clip 
are. The storage medium and the still image clip can still be interpreted as any medium that 
includes the information cited on the claims. Therefore the rejection is maintained. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed vmtil after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated fi-om the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. • 

9. Any inquiry concerning this communication or earlier communications fi-om the 
examiner should be directed to HELEN SHIBRU whose telephone number is (571) 272-7329. 
The examiner can normally be reached on M-F, 8:30AM-5PM. 

If attempts to reach the examiner by telephone are unsuccessfial, the examiner's 
supervisor, THAI Q. TRAN can be reached on (571) 272-7382. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Helen Shibru 

February 13, 2008 ^ 




